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1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 12, 2005 has been entered. 

2. Claims 35-41 , 46-58, 74-75 and 77 are additionally withdrawn from further 
consideration pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected invention, 
there being no allowable generic or linking claim. Election was made without traverse 
in the reply filed on November 7, 2006. 

3. Claim 69 is objected to because of the following informalities: In line 3, "the" 
should be inserted before "force" for proper antecedence. Appropriate correction is 
required. 

4. Claims 59-73, 76, 78 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

With respect to claim 59, there is no teaching that the number of attracted 
particles is "discrete and predetermined." Note that there is no indication of what 
"discrete" is intended to mean within the context of this application, and if the number 
were predetermined (also not disclosed as filed), why would you have to measure it? 
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There is also no support for "wherein the magnitude of the transduced force is 
substantially altered by the presence of the uniform field". A search or the 
corresponding Pre-Grant Publication 2003/0012693 reveals only the following statement 
concerning a uniform field: 

[0145] In some embodiments, forces can be advantageously increased or 
altered by coordinating external elements or fields in conjunction with 
elements on the primary substrate. For example two substrates comprising 
force transduction elements may be placed opposing each other creating 
dynamically controlled fields between them. For example, two opposing and 
aligned magnetic coils may be used to create a jointly controlled field. 
Such a jointly controlled field can be, for example, similar to one as seen 
between two classical magnets aligned with an interposing gap. By 
dynamically operating such a field one can, for example, create a 
controllable dynamic field -for selectively attracting or repelling particles 
including vertically as well as horizontally. For example, one can balance a 
particle between two elements, or attract or repel a particle from one 
element for another. For example, one can pass a particle between opposing 
elements, somewhat similar to passing a particle between two adjacent 
elements. Decreasing the attractive force of one coil while increasing the 
attractive force of the second coil can be helpful in this regard, as can 
repelling with one field while attracting with the other. One of ordinary 
skill will appreciate these teachings can be applied to other force 
transduction elements, for example opposing electrodes (e.g. plates) 
creating an electric field. In addition to dynamic elements, one can 
advantageously use static or permanent magnetic fields. For example, a 
uniform magnetic field from a permanent magnet plate below the substrate, 
e.g. a plate that is large when compared with the total area of invention, 
can be used to create a substantially uniform magnetic field that increases 
the force on or between magnetic particles, or magnetic particles and 
elements of a device of the invention. Permanent magnets, such as rare earth 
magnets, may be formed in sheets or laminates for placement or inclusion as 
desired. Depending on factors including element configurations, sizes, 
distances, field strengths, particles sizes and compositions, etc., field 
strengths of between 0.01 gauss and 500 mT, or higher or lower can be 
achieved. 



1. The amendment filed November 12, 2006 is objected to under 35 U.S.C. 132 
because it introduces new matter into the disclosure. 35 U.S.C. 132 states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as explained above. 
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Applicant is required to cancel the new matter in the reply to this Office Action. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level .of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 39-41, 46-58, 74-75, 77, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Zhou in view of Burden. 
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6. Zhou teaches a spatially addressable magnetic bead array method (abstract and 
elsewhere). 

7. Zhou fails to teach detection of the number of magnetic particles at each site. 
Burdon teaches a method of moving fluid through a microfluidic device including 

a cavity 204 surrounded by coil 202 for detecting inductance of magnetic particles 
entering the cavity (col. 19, line 46 - col. 20, line 30, esp. line 26, Figure 4). Individually 
actuated electromagnets may be used to pump fluid (col. 26, line 50-col. 28, line 50). 

8. It would have been obvious to detect the number of particles at each site in the 
device of Zhou in order to monitor fluid flow in a microfluidic device as taught by Burden. 

9. Applicants arguments filed September 12, 2005 have been fully considered but 
they are not persuasive. 

Applicant argues that the concept of "number of attracted particles is discrete and 
predetermined" is supported because in embodiments where a known particle is moved 
or localized, the particle is predetermined and discrete, but this concept seems to the 
examiner different from what the claim states. That is, the claim does not state that a 
predetermined particle is localized. Further, the examiner notes that a "discrete" 
number is a whole number. Is that what applicant is trying to claim— that the particles 
are fully attracted, i.e., no half particles are present or no particles are half-way 
localized? Where is that in the specification? It is also not clear to the examiner 
whether this language is required for patentability or should simply be deleted. 

Note that while Zhou teaches magnetic cores 26 to strengthen the 
electromagnetic fields, the cores do not provide a "uniform magnetic field ... that 
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encompasses the specific locations..." in that each core provides an individual field, 
not an encompassing field. Further, in the embodiment where an apparently uniform 
magnetic field is applied above the chip to remove beads, no transducing elements are 

activated: After the immobilization of ligand molecules on the chip surfaces is 

complete, the magnetic microbeads 56 may be removed from the chip 

by additional magnetic forces above the chip surface or by fluidic wash (FIG. 
18) . 

Note that Bamdad (2002/0086443) teaches individually addressable magnets for 
attracting particles and detecting the particles, but does not teach the instant uniform 
magnetic field. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jan M. Ludlow whose telephone number is (571) 272- 
1260. The examiner can normally be reached on Monday-Thursday, 1 1 :30 am - 8:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's - 
supervisor, Jill A. Warden can be reached on (571) 272-1267. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 09/683,861 



Page 7 



Art Unit: 1743 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Jan M. Ludlow 
Primary Examiner 
Art Unit 1743 
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